TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 1, 2 and 6-8, and refusal to allowclains 3-5 as
anended after final rejection. These are all of the clains in
t he application.
THE | NVENTI ON

Appel lant’s clainmed invention is directed toward a fl ane
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retardant conposition for electrical insulation and sheathing
of wire and cables. The conposition includes recited anounts
of a polyolefin polyner, a netal hydroxide or hydrated netal
salt, a polyolefin based polynmer or oligoner grafted or

pol ynerized with a vinyl bearing species, and an

or ganopol ysi | oxane conpound. Appellant states that the
conposi tion does not evolve toxic or corrosive gases as it
burns (specification, page 1, lines 7-9). CCaim1lis
illustrative and reads as foll ows:

1. A flane retardant resin conposition for electrica
i nsul ati on and sheathing of wire and cabl es whi ch has enhanced
oi | resistance and excellent processing characteristics,
conprising (a) 100 parts by weight of a polyolefin polyner,
(b) 50 to 200 parts by weight of netal hydroxide or hydrated
netal salt selected fromthe group consisting of alum num
hydr oxi de, magnesi um hydr oxi de, cal ci um hydr oxi de, basic
magnesi um car bonate, and hydrocalcite, or m xtures thereof,
(c) 3 to 20 parts by weight of a polyolefin based pol ynmer or
ol i goner grafted or copolynerized with a vinyl bearing species
selected fromthe group consisting of a vinyl hydroxy
carboxylic acid, a vinyl carboxylic acid, a vinyl hydroxy
di carboxylic acid, a vinyl dicarboxylic acid, and esters and
anhydri des thereof, which polyolefin (c) differs fromolefin
(a), and (d) 1 to 10 parts by wei ght of an organopol ysil oxane
conpound wherein conponents (b) - (d) are all based on 100
parts by wei ght of the polyolefin polyner(a).

THE REFERENCES

Abolins et al. (Abolins) 4,497, 925 Feb. 5, 1985
Yusawa et al. (Yusawa) 4,983, 742 Jan. 8, 1991
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Keogh 5, 104, 920 Apr. 14, 1992
(filed Jun. 14,
1989)

THE REJECTI ONS

The clains stand rejected under 35 U.S.C. 8 103 as
follows: clains 1-8 over Yusawa in view of Abolins, and cl ains
1, 2 and 6-8 over Keogh.

OPI NI ON

We have carefully considered all of the argunents
advanced by appel |l ant and the exam ner and agree with
appel l ant that the aforenmentioned rejections are not wel
founded. Accordingly, we reverse these rejections. W need
to address only the broadest claim i.e., claim1l.

Rej ection over Yusawa in view of Abolins

Yusawa di scloses a fire retardant 1-butene resin
conposi tion which contains conponents falling within the scope
of appellant’s conponents (a), (b) and (c) of claiml, in
anmounts which overlap the anpbunts recited in the claim

(abstract). Yusawa does not disclose appellant’s



Appeal No. 1997-1161
Application 08/487, 226

or ganopol ysi | oxane conponent (d).

Abol i ns di scl oses polyneric resins which contain, to
i nprove their flame resistance, a blend of hydrated al um na
and pol yphenyl ene oxide, or a blend of hydrated al um na,
pol ydi or ganosi | oxane and pol yphenyl ene oxi de (abstract). The
pol ydi or ganosi | oxane usually is 0.1-6 wt% of the conposition
(col. 3, lines 35-37).

The exam ner argues that it would have been obvious to
one of ordinary skill in the art to add Abolins’
pol ydi or ganosi | oxane to Yusawa' s conposition because it is
conventional to use a flane retardant in an anal ogous fl ane
retardant conposition (answer, pages 5 and 8). This argunent
is not well taken because the exam ner has provided no
supporting evidence. The exam ner’s speculation is not a
sufficient basis for a prima facie case of obviousness. See
In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA
1967), cert. denied, 389 U S. 1057 (1968); In re Sporck, 301
F.2d 686, 690, 133 USPQ 360, 364 (CCPA 1962).

The exam ner argues that Abolins discloses at page 3,

lines 5-14, adding to the conposition conventional fire
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retardants such as pol ydi net hyl sil oxane in order to inprove
the properties of the conposition (answer, page 11). 1In the
portion of the reference relied upon by the exam ner, however,
Abol i ns does not refer to pol ydi net hyl sil oxane. The
conventional fire retardants which have the “aforenentioned
adverse factors” referred to by Abolins (col. 3, line 14) are
those at colum 1, lines 10-15. The representati ve exanpl es
of such fire retardants set forth by Abolins are phosphorous-,
anti nony- and hal ogen-cont ai ni ng conpounds (col. 1, |ines 13-
15). Abolins discloses that the drawbacks and undesirable
factors of the conventional fire retardants are overcone by
using as a fire retardant a blend of hydrated al um na and

pol yphenyl ene oxi de, alone or in with a pol ydi organosi | oxane
(col. 1, lines 23-32). The portion of Abolins relied upon by
t he exam ner discloses that conventional fire retardants may
be used in conbination with these blends to inprove the
properties of the fire retardant conposition, and that doing
so minimzes or elimnates the adverse factors often
associated with the use of the conventional fire retardants.

This portion, however, does not disclose that adding a
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pol ydi organosi | oxane to a fire retardant conposition inproves
the properties of the conposition.

In order for a prima facie case of obviousness to be
establ i shed, the teachings fromthe prior art itself nust
appear to have suggested the claimed subject matter to one of
ordinary skill in the art. See In re Rinehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not
sufficient to establish a prina facie case of obvi ousness.

See Inre Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783
(Fed. Cr. 1992). The exam ner nust explain why the prior art
woul d have suggested to one of ordinary skill in the art the

desirability of

the nodification. See Fritch, 972 F.2d at 1266, 23 USPQd at
1783-84. The exam ner has not provided such an expl anation
and, therefore, has not established a prim facie case of
obvi ousness of the invention recited in any of appellant’s

clainms. Accordingly, we reverse the rejection over Yusawa in
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vi ew of Abolins.?
Rej ecti on over Keogh

Keogh di scl oses a flame retardant conposition including a
crosslinkabl e thernopl astic resin and, per hundred parts by
wei ght of the thernoplastic resin, about 180 to about 350
parts by weight of a netal hydrate, about 0.1 to about 5 parts
by wei ght of an organi c peroxide, and about 0.1 to about 10
parts by weigh of a vinyl substituted silicone fluid (col. 1,
lines 60-68; col. 2, lines 47-50; col. 3, lines 37-41; col. 4,
lines 13-18).

The exam ner argues that it would have been obvious to
one of ordinary skill in the art to use a blend of the
pol ymers because doing so is suggested by the references

(answer, page 6).

Keogh' s “thernoplastic resin can be any honopol yner or

'Since no prinma facie case of obvi ousness has been
establ i shed, we need not address the experinental results
relied upon by appellant (declaration filed August 20, 1993,
attachnment to paper no. 14). See In re Piasecki, 745 F.2d
1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

7



Appeal No. 1997-1161
Application 08/487, 226

copol ynmer produced fromtwo or nore conononers, or a blend of
two or nore of these polyners, conventionally used as
jacketing and/or insulating materials in wire and cable
applications” (col. 2, lines 3-7). The blend could possibly

i ncl ude both a polyol efin polyner and a pol yol efi n pol yner
copol yneri zed with an anhydri de of a vinyl dicarboxylic acid,
i.e., maleic anhydride (col. 2, lines 9-25). However, no such
copolynmer is disclosed. In order to arrive at appellant’s
conbi nation of conponents (a) and (c) in claim1l1, one of
ordinary skill in the art would have had to select, fromthe
enor nous nunber of conbi nati ons enconpassed by Keogh’'s

di scl osure, a pol yol efi n/ mal ei c anhydri de copol ynmer and

anot her polyolefin, which is different fromthe copol yner, and
blend themin the relative anmounts recited in appellant’s
claim1l. The exam ner has not expl ai ned why Keogh reasonably
woul d have | ed one of ordinary skill in the art to this

conbi nation. Accordingly, we reverse the rejection over

Keogh.
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DECI SI ON

The rejections under 35 U . S.C. 8 103 of clainms 1-8 over
Yusawa in view of Abolins, and clains 1, 2 and 6-8 over Keogh,

are reversed.

REVERSED

TERRY J. OVENS )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT

THOVAS A. VWALTZ )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

PETER F. KRATZ )

Adm ni strative Patent Judge
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Sughrue M on Zinn Macpeak & Seas
2100 Pennsyl vani a Avenue NW
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